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United States Court of Appeals 


For THE SECOND CIRCUIT 


Docket No. 75-7604 


CAPRI JEWELRY [NCORPORATED and 


Tancer & Two, Іхс., 


Plainti ff s-A ppe llees, 


HATTIE CARNEGIE JEWELRY lixTERPRISES, LTD., 


Defendant-A ppellant, 
and 


Bru G. JAMES, 
Defendant. 


BRIEF FOR DEFENDANT-APPELLANT 


The Issues Presented for Review 


1. Did the District Court erroneously assume jurisdic- 
tion in deciding the issue of patent infringement in the 
absence of service of process upon the patentee-owner of 
U.S. Patent No. 3,802,945? 


2. Did the District Court err in finding that plaintiffs’ 
PERSONALITY and TATTLETALE rings did not in- 
fringe Claim 1 of U.S. Patent No. 3,802,945 by restricting 
the scope thereof to only one of the disclosed construc- 
tions in the patent and by denying the applicability of the 


“doctrine of equival nts" solely because of a purported 
file wrapper estoppel? 

3. Did the Distriet Court err by personally partici 
pating in the proceedings and directing such expedition 
thereof as to result in a denial of due proeess to defendant 


) 


Hattie Carnegie? 


Statement of Case 


This is an appeal from an order dated October 28, 1975, 
by Judge William C. Conner of the United States District 
Court for the Southern Distriet of New York, which held 
that plaintiff Tancer & Two's THE PERSONALITY RING 
and plaintiff Capri Jewelry s TATTLETALE RING do 
not infringe United States Patent No. 3,802,945, and that 
defendant Hattie Carnegie would be permanently en- 
joined from representing that the patent is infringed by 
the aforesaid rings or other produets of plaintiffs sim- 
ilarly constructed. 


Tuis action was brought by plaintiffs seeking a declara- 
tory judgment of non-infringment and invalidity of James 
U.S. Patent No. 3,802,945; for unfair competition based 
upon alleged bad faith assertions as to the intended en 
foreement of patent rights and for alleged bad faith false 
patent marking. An immediate trial was directed by Judge 
Conner solely on the issue of patent infringement. An 
adverse decision was rendered before defendant Carnegie's 


20 days to answer the Complaint had expired and without 


service of process upon defendant Bill G. James, the pat- 


entee-patent owner. The manner in which the “trial” on 
the infringement issue was conducted and its summary dis- 
position are of eritical importance in the ultimate resolution 
of the *bad faith" unfair competition and false marking 


issues yet to be decided, jurisdiction over which has been 
retained by the Court. 


Facts 


Appreciation of the nature and significance of the fore- 
going issues requires a full explanation of the unique nature 
of the proceedings below, as well as a clear understanding 
of the nature and scope of the patent in suit. Further, it 
should be noted that the patented subject matter, e.g., heat 
sensitive, color changing rings, are in extensive commercial 
use and in all probability constitute the most widely mer- 
chandised novelty jewelry item of the last decade. 


The Complai;. herein was served on defendant Carnegie 
on Thursday morning, October 9, 1975. Carnegie's attor- 
neys were coneurrently served with a copy of the Complaint 
together with a letter from plaintiffs’ counsel, advising that 
a hearing had been set for 2:00 P.M. that same afternoon 
in Judge Conner's ehambers based upon plaintiffs’ request 
for immediate discovery to facilitate the bringine of an 
early motion for summary judgment. At such hearing, 
Carnegie's attorney pointed out his laek of any requisite 
knowledge both as to th plaintiffs’ novelty jewelry articles 
involved and as to the asserted faetnal basis for the exis- 
tence of any case or controversy between Carnegie and the 
named plaintiffs. The hearing was then adjourned until 
10:00 A.M. the following morning, i.e., Friday, October 
10th, to permit defendant's counsel to consult with his eli 
ent, Carnegie. Patentee-patent owner James is a resident 
of California, and was not then and never has been since 
served in this action. 


At the Friday morning hearing, plaintiffs’ attorney 


described the nature of his clients! rings and how thev 


were made, and argued for immediate discovery as a nec- 


essary prerequisite for a motion for summary judgment 


yf non-infringement. Even before defendant was heard, 
the Court asserted, sua sponte, that summary jndgment 


was not an appropriate remedy since it would not stand 


1 on appeal, but that he would grant plai^tiffs an im 
mediate trial on the infringement issue in "eu thereof 


(A. Vol. I, p. 21a). Over defendant Carnegie's objection 


iat it was not then even aware of the nature of plaintiffs 


+} 


products that were assertedly involved, the Court again, 


ved 


sua sponte, directed pla Ys’ attorney to immediately 


supply defendant's attorney with specimen jewelry articles. 


Concurrently therewith, and after being apprised that the 
patentee James was located in California and had not been 
served, the Court directed defendant Carnegie to state its 
position with respect to infringement or non-infringement 
of such specimen articles by Tuesday, October 14th (Ed. 
October 13th was a hol day), at which time a trial dat 
would be set. 


Three sets of specimen rings were delivered to Carnegie’s 
counsel at about 3:30 P.M. that Friday and defendant 
Carnegie was then faced with the hereulean task of locat 
ing a laboratory or other facility that could determine the 
natnre of the construction by structurally segmenting and 


photographing the relevant ring structures over a three 


das holiday weekend. 


On Tu 'sdav, October 14th, the Court was advised һу 


1 


defendant Carnegie that two of the three submitted ring 
sper imens appea d to соте within the scope of the patent 
and that the third did not. After ascertaining that defen 
dant's trial counsel would not be available because of out 
of town commitments until October 22nd, the Court set 


Thursday, Getober 23rd as the date for an expedited trial 


on the issue of infringement or non-infringement of plain 


tiffs’ two rings. 


Í rox 


had 
prosecution file (although no copies were submitted 
to the Cou l 'fendant's knowledge, prioi 
trial); 


1 


at irrespeetis 


be adduced by 


was going 10 


sion which would “eurl” counsel’ 


опу as fo how ir rings Ww 
to hear Russell Pelton, Esq., a member of 
qualified practitioner specializing 


who was prepared to testify for defendant as 


coincident rel; i ! be ше language of P itent U 


and the structure and functioni f the specimen 


shown by certai mlarged photographs and 


chemical 


ponents thereof (А. Vol. I, . 4за-44а). 


At the conclusion of the ial, the Court first sta 


hat there is nothing 


you haven’t told me 


ourt the ' hat Carnegie could ha 


Plaintiffs objec ted 
ensuing colloquy between plaintiffs’ president T 


| l'ancer, plain 
tiffs’ counsel, and the Court (A. Vol. I, pp. 97a-1002), the 


Court acceded to plaintiffs’ desires and markedly reduced 
Carnegi 


gie's time file its brief. The Court then engaged 


in a further colloquy with Mr. Tancer, the 


pre sident о! 
plaintiff Tancer & Two: (A. Vol. I, р. 101а): 


ie, your Honor, there is also 
vour Honor. You have to understan 
We are hoping to get 


à resolution 


Friday that notice could appear її 


Women's Wear and save 


here so thi 
us a lot of problems in terms 
ing the message across 
Court: When do you have to get 
to Women’s Wear? 
Mr. Tancer: Tuesda 


your copy 


The Court: I will give you a decision by Tu sday 

The court then gave defendant Carnegie until 9:00 A.M. 
on Tuesday, October 28th, (Monday again being a 
to brief its position and then informed plaintiffs that th 
would have a decision by 5:00 P.M. on that same day (A 


Vol. I, p. 101a). Defendant Carnegie’ 


delivered to the Court on Tue sday 


sel and a decision was duly rendered by 5:00 P.M. that dav. 


Plaintiffs’ advertisement also duly appeared on Friday 


and a e у thereof is appended hereto as F 


ARGUMENT 


A. The District Court Lacked Jurisdiction to 
Decide the Infringement Issue 


Patent No. 3.802.945) 


PERSONALITY and 


Based upon the 
mes, defendar 


there is no justiciable 
The Court: Hi 
Mr. Isner: No. In 
or controversy here, 


not been served 


purposes of 
nd the holds r of 


his action, and as 


i ot ' | riunit 
$ i 
^" Y o í í Ve 
' 
D | M 11! tart i not lu V n ‘ 
] í | J pili eu M "и itentee’ ib 1 
ma і | pat ni nf, nor ent t prop rly 
det la ut for a decliarñntol il nt of TT fring 
mer Ph | nite \ па j recognized by this 
Cou хри ible part і ‹ umstat ind 
mu | [и Ie daetiot 
| N { j H 11 / { H 7 / ( li 
НЫЙ F. Su 941 (SDNY 1961) f ' (riam, 999 24 
ded | ‘ ин \ i m tor leclarator judg ta 
to va I pat ind 1 bd ralio M non-intringe 
. 
" E ( i Л dai PUTET UN. 
1 | 7 { ү í , 
M i O ) | | 101 i! ited, (pp. 943. 
44) 
\ f isa pro ty right hieh t not 
to ted 7 | | nhe 
. . . 
{ , МА +} П ‚ 
га ра l | i | l 
l 1 
M l Í | 11 í \\ Í neht to 11 
Iringer But ( T s short of an a 
I nt Oo | 1 Whi { \ 1 4 | nat 
juire title in the patent nor the right to sue his 


. . . 
It ft lieet ' not fend sad | | 
| i í 1 1 | d 
larat is | of tl patents | th ibsene 
of th pa n! 1 т " ө fhi TET. P 
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В. The Holding of Non-Infringement 
Is Erroneous 


Briefly stated, the Court below erroneously restricted 
the seope of Claim 1 to one of the specifically illustrated 
constructions (Findings 9, 19-21) (A. Vol. I, pp. 242a; 
and pp. 80:-8la) and in conjunction therewith errone 
ously refused to apply the *doetrine of equivalents" (Find 
ing 10, ef seq.), (A. Vol. Т, pp. 24a-Ma). 


The situation herein presented, where validity must be 
assumed and the relevant prior art comprises only the 
referenees eonsidered by the Patent Office, is akin to that 
before this Court in Royal Typewriter Co. v. Remington 
Rand, 168 F.2d 691, 77 USPQ 517, (2d Cir. 1948) and 
wherein L. Hand C.J. set forth the relevant constructional 
USPQ at 518): 


eriteria (168 F.2d at 692, 77 
Coming then to the question of infringement, we 
are first to interpret the clai in the light of dis- 


elosure; and both the elaims and the diselosure in the 


setting of the prior art. In these re spects а patent is 


І , 4 


like anu other legal instrument; but it is peculiar in 

s, that aft ll ai ) interpretation have been 
exhausted, and pe of the claims has been en 
larged as far as i words can be stretched, on proper 
occasions courts make them cover more than their 


the owner of only one-third of a patent had not been joined in the 

action, held that he was an indispensable party and stated, (p 

650 
“The very basis of a patent is the right of the owner or assignee 
to exclude the entire world from use, exeept those to whom 
the owner or assignee grants a license, normally for a fee or 
royalty. If this Court were to allow the disposition of this 
case without Peters and if plaintiff were to win control of two- 
thirds ownership, the very basis of Peters’ patent ownership 
would be undercut.” 


11 


meaning will bear . . . at times they resort to the 
“doctrine of equivalents” to temper unsparing logie 
and prevent an infringer from stealing the benefit of 
the invention, No doubt, this is. strictly speaking, an 
anomaly; but it is one which courts have frankly faced 
and accepted almost from the beginning. All patents 
are entitled to its benefit to an extent, measared on 
the one hand by their contribution in the art, and on 
the other by the degree to which it is necessary to 


depart from the meaning to reach a just result. 


Within the above legal framework, it is clear that pat- 


ents should be liberally construed. (Cool-Fin Elec. Corp. 
v. International Elec. R Corp., 491 F.2d 660, 662 (9th 
Cir. 1974)). 


As recently recognized by Judge Rubin in Laitram Corp. 
v. Deepsouth Packing Co., 301 F. Supp. 1037, 162 USPQ 
14, (E.D. La. 1969), aff'd. 443 F.2d 928. 170 USPQ 190 
(5th Cir. 1971) at 301 F. Supp. at 1056, 162 USPQ at 23: 


Patent “claims must be given the broadest inter 
pretation of which they reasonably are susceptible”, 
Hudraulic Press Corp. v. Coe, 1943, 77 U.S. App. DG. 


201, 134 V.. ' 49, 56” This is “well settled.” 


In Musner Foundation v. Alba Trading Co., 150 F.2d 
885, 889 (2d Cir. 1945), cited in Laitram, supra, (N. 13), 


this Court espoused the following rationale: 


Were this not true, few patents eould give any pro- 
teetion, for some departures from the precise dis- 
closure are nearly always possible without losing 
the benefit of the invention. 


(See Ling-Temco-Vought, Inc. v. Kollsman Instrument 


Corp., 372 F.2d 263, 270 (2d Cir. 1967). 
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It is equally clear that a patentee is his own lexicog- 
rapher and“. . the terms of a claim should be taken in 
the sense given in the lexicon of the specification.” Jones 
v. Sykes Metal Lath & Roofing Co., 254 F. 91, 96 (6th Cir. 
1918). See Chicago Wooden Ware Co. v. Miller Ladder 
Co., 133 Е. 541, 546 (7th Cir. 1904); Kennicott Co. v. Holt 
Ice € Cold Storage Co., 230 F. 157, 160 (7th Cir. 1916). As 
recently stated in United States v. Adams, 383 U.S. 39. 49 
(1966) : 


. it is fundamental that claims are to be construed 
in the light of the specifications and both are to be 
read with a view to ascertaining the invention. Sey- 
mour у. Osborne, 11 Wall. 516, 547 (1871): Schriber- 
Schroth Co. v. Cleveland Trust Co, ӘН U.S. 911 
(1940) ; Schering Corp. у. Gilbert, 153 F. 2d 428 ( 1946). 


These controlling precepts were not followed by the 
Court below who limited the scope of t ie—“within the 
body"—terminology of claim 1 solely to the preform con- 
struetion of Figures 2 and 3 of the patent (Findings 9, 
22; cf. Findings 10-16) (A. Vol. I, pp. 23a-24a; p. 31a and 
pp. 24a-27a). Such action was not only in derogation of 


controlling law, but was also erroneous in fact. 


1. The Scope of Claim 1. 


The James patent relates to novelty jewelry devices 
such as rings, bracelets, pendants and the like “fabricated 
from transparent synthetic resinous materials in combina- 
tion with crystalline liquids" (col. 1, lines 5-7, cf. Fig. 1) 
(A. Vol. IT, Pls’ Ex. 1, p. 4) with the latter being in the 


form of known “tiny encapsulated droplets" of a character 


to change color in accord with temperature. 


The basic problem faced with respect to practical utiliza- 


tion of such encapsulated heat sensitive material and the 


inventor’s broad solution thereto is expressly defined in 
the patent as follows (col. 1, lines 32-41) (A. Vol. LE Pie’ 
Ex. 1, p. 4): 


Although each of the tiny droplets is itself encap- 
sulated, it has been found through tests and experi- 
mentation that such encapsulated droplets are still 
subject to destruction by contact with various solvents, 
excessive heat, and physical abrasion. Accordingly, it 
is one of the principal objects of {һе present inven- 
tion: .. £o encapsulate a quantity of the encapsulated 


drople ts by the formation of the end produ t if se If. 


The basie inventive concept on which patentability is 
based was the providing of structural «:semblies that per- 
mit body temperature induced color changes and a con- 
joint sealing of the encapsulated crystalline liquid material 
in an article of novelty jewelry. Such is clearly delineated 
(col. 1, line 62 to col. 2, line 5), (A. Vol. IT, Pls’ Ex. 1, 
p. 4): 


In terms of broad inclusion, the invention comprises 
the further encapsulation of the encapsulated drop- 


1 


lets of crystalline material within a transparent body 


in such а way that the individually encapsulated drop- 
lets of crystalline material will still be responsive to 
variations in ‘emperature to effect iridescence thereof. 
and so that the iridescenee so formed will be visible 
to the observer through a transparent body which 
effectively seals the encansulated droplets of ervstal- 
line material from the ambient atmosphere while per- 
mitting transmission of light therethrough. 


Within sueh broadly defined concept, involving disposi- 
tion of the encapsulated material *within a transparent 
body” and effecting a sealing thereof, three basic construc- 
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tions were disclosed to satisfy the conjoint objectives. The 
first of these was the direct intermixture and ultimate 
dispersion of the capsules in subsequently settable liquid 
resinous material (col. 3, line 51 et seq.), (A. Vol. II, Pls’ 
Ex. 1, p. 5): 


It is within the contemplation of this invention that 
such further encapsulation of encapsulated erystalline 
liquid droplets тау... be carried out hv the direct 
admixture of encapsulated droplets of crystalline liquid 
material with a liquid polyester, acrylic or other trans- 
parent resin in liquid form so that the encapsulated 
beads of erystalline liquid material are suspended with- 
in the liquid phase of the polyester, aervlie or other 
resin and dispersed throughout such transparent 
material. 


The second specifically disclosed construction involves 
the use of preformed hollow transparent body members 
such as shown in Figures 2 and 3 (col. 3, lines 51-56), (A. 


Vol. II, Pls’ Ex. 1, p. 5): 


such further encapsulation of encapsulated crystal- 
line liquid droplets may take the form of a laminate 
in which the encapsulated crystalline liquid droplets 
are deposited within any preformed hollow transparent 
body. 


The third specifically disclosed construction involves the 
formation of a composite struciure such as that shown in 
Fig. 4, wherein a transparent body member having a flat 
undersurface is associated with (col. 5, lines 36-43), (А. 


Vol. II, Pls' Ex. 1, p. 6): 


a peripheral sealing band 24 hermetieally sealed 


by any appropriate means to ine edge 26 of the panel 


21, and cooperating with a sealing member 27 disposed 
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substantially parallel to the transparent panel and 
effective to confine the encapsulated droplets of erys- 


talline liquid material in tight contignous relationship 


to the surface 22 of the transparent panel. 


The “peripheral sealing band 24” is also specifically 


lescribed as a “seal flange 24” (col. 5. line 56 et seq.), ( À. 


Vol. IT, Pls' Ex. 1, p. 6): 


In this regard, the peripheral seal flange 24 may be 
transparent or non-transparent, may be metal or non 
metal, but should b: compatible п its the rmal í rpan 
sion and contraction characteristics with the panel 21 
and seal member 27, to both of which it is secured. In 
a preferred method of fabrication, if the trar rent 
panel is one of the transparent synthetie res ich 
as polyester of aerylie resins, it is preferred that the 


seal flange 24 also be fabricated trom one of these 


materials. 


On the matter 
directed to the 


employ the terminology, 


a multiplicity of separately encapsulated droplets 
of a crystalline liquid encapsulated in turn within said 


transparent body. 


4 14> 
7 \ 


Апе! generic ial ‹ Wi consisten y en ployed by the 


applicant from the date of the filing of the original appli 


cation. Original application Claim 1 read as follows: 


Ав an article of manufacture, the combination com- 


prising: 


a) a transparent body; and 


i 


b) a multiplicity of separately encapsulated droplets 


of a crystalline liquid encapsulated in turn within 


the eneapsul 
i preform, 


Composit 


composite ormed 
і Hu і 


yeripheral fla: re 


secondary 


Iunetion, 
^ € 
iore 


п! 


t Claim 


Claim 1. 


said transparent b being gener: 
та peri] heral flange a« fining a reces 
said multiplicity of separately 


„#1 


ed 
| 


plicant from 


appli ation 11 


2. Claim 1 Is Literally Infringed. 


As r vide need by D's Ls. * 


109) апа as expre ssl found below, the 


assembly process is 


The adhesive [ sie. i rea 1] оте the 


tween the back of the 


| ces 1! = í | | б t í th 
I sort Dezi I i(d MAC | 
p. ga) 

Such nu bead irdened udhesiv s 
N the resi i atel ~ vith о! 
\ t ul t upsta c W ( tal 
ч } / 1 | tep I í tone ] 
nd is, both in fact and in functio peripheral flange d 
hning a recess within said bod is this latter terminolog 

18 b oadl pit Uti I It t101 M ( 1 L 
шопо I ure, 1f not ex it of Figures 2 | 

n fact, tunctior ind res t is ( unl l ох con 
struc ) neorporating the invell concepts of the сот 
struction of Figures 4 and 2 and 3 and is o uch chai 
act is to clearly f \ t guae ( ia 1 
when the latte х p ег] cons ed 1 U Tht of thi 


stone], as the с! 


id crystal 


tone would 


As pointed out above, the narrow construction of the 
I 


1 1 `. 1 


“within the body” terminology set forth in Finding 21 


'y to form a monolithi 


116 


‘orresponds to the claim termi- 
nology 
tions in constru 
tion thereof t 
embodiments 
low, mani 
3. There Is No File Wrapper Estoppel That Precludes 
Application of the Doctrine of Equivalents to Claim 1. 


The Court below erroneously concluded that file 


W rappi r 
estoppel precluded application of the “doct 


ге the ori 
isons given by the exa 
and the narrowing amend 


an attempt to see 


USPQ 459 (1966). 
free-flowing powder was 
narrow claim 8, but was 

claim relating to 

chemical condensation, as 

original Macaulay process claims. 

not have a situation where an initial 
‘lating to chemical condensation, but not in 


the filtering and drving steps, was initially 


made by Moore, rejected by the patent examiner, and 


then narrowed by adding the filtering and drying steps. 


not have а situation 


rejected by the patent 


'ombination com 


ig tempera 


iid transparent body 


without апу 


plication Claim 6, (A. Vol 


in dependent form, read 


The combination ae i ig alm , in hieh said 
transparent body is generally flat having a peripheral 
flange defining a recess witl aid body, said multi 
plicity of separately eneapsulated droplets of erystal- 


line liquid are deposited within said recess, and means 


are provided sealing said recess whereby said encap 


clearly 
qral part of 


Figure 2 and 3). 


understanding of th: "one 


oper s 
patent A. Vol 


nultilay r sheet ma 
1 


Пу transparent lamina, а laver of ene 


in opaque lamina. Such Hodson material is vulnerab 


easily destroved by ambient conditions such as water or 
excessive heat 


The James patent structures were designed to pro 
tect the Hodson material or sut 
+ 


it in combination with 
structure whereby a 


antially similar material by using 
a transparent stone or body 
recess is form d to 


urrount« 
material and prevent its 


deteriorati bv ambient 


onditions 
de monstrated by aforedeseribed Fig 2. 3, or 4 structures 


cant eoi 


minologv of ; р! 


‘ation Claim 1 


estoppel ca 
and dep | di 


Vol L рр. 33; 


24 
457 (SDNY 1966), aff'd, per curiam 369 F.2d 699 (2d Cir. 


1966) and wherein it was stated (p. 459) : 


That, [Ed. giving up certain claims] in the circum- 
stances of Saxl’s prosecution of his application, does 
not mean that Saxl's claims are blocked from all resort 
to the doctrine of equivalency, He certainly cannot 
claim what could only be reached by the claims he 
gave up. He can claim what he was granted and its 
equivalents. The doctrine of equivalents operates in 
terms of what is in the claim. Yet it would not exist 
as a doctrine if it did not extend the claim but only 
read it indulgently. С. F. Keith v. Charles E. Hires 
Co., 2d Cir. 1940, 116 F.2d 46, 48. 


. . he cannot claim what he gave up—all modes of 
movement—but he can treat as an infringer anyone 
who uses that mode of movement which is singularly, 
perhaps—genuinely an equivalent of his specific mode 
of movement. 


While it is defendant's contention that the construction 
of plaintiffs’ rings literally infringe Claim 1 of the James 
patent, the eonstruetion of said rings (as deseribed supra, 
p. 12-17) are beyond doubt, the full equivalent of the strue- 
tures i.e, 2, З and 4 embodied by Claim 1 as ean easily 
be seen from an examination of defendant's Exs. A, C, E 
& P. CA. Vol H, pp. 97-109), 


C. Denial of Due Process 


We live under a government of laws, not men. Our judi- 


cial system was founded and operates under the precept 
of an adversary sy: em with the Court serving as an im- 
partial non-participant who, after the parties have had a 
full opportunity to marshal and present the facts, resolves 


25 
the issues on the basis of the facts and contentions of the 


parties before him. 


Such clearly was not the case here as evidenced by the 
chronology of the proceedings below (supra 3-6). Further, 
a gross negation of such fundamental precepts and the eon 
comitant denial of defendant Carnegie’s right of due proc- 
ess, commeneed with the Court's ukase, on the day follow- 
ing serviee of the Complaint, that summary judgment 
would not stand up on appeal; was compounded by such 
expedition of the proceedings that a trial was had and a 
decision rendered on the crucial issue of infringement: 
a) in the absence of service of process on the patentee- 
patent owner James and b) prior to expiration of defen- 


dant Carnegie’s time to answer the Complaint. 


By way of example, such precipitous action on the part 
of the Court effectively denied defendant Carnegie, inter 
alia, the right to: 


1. Raise and litigate the basie jurisdictional question: 
i 1 


Pursue discovery as to the details of plaintiffs’ 


assembly practices, the nature and quantities of the 


constituent materials employed and the purposes 


and functions served by the elements of the resul- 
tant structures; 


Adequately prepare a case of infringement; 


Explore the practical aspects of the Hodson patent 
disclosure to demonstrate the absence of limiting 
prior art insofar as the scope of Claim 1 was 
concerned. 


Whether the Court’s actions herein were due to an inad- 
vertent reversion to the thought processes of a patent liti 


gator or to an overriding indignation flowing from an 
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ney 


uneritical acceptance of the a'legations of a “verified” Com 
plaint, is immaterial. The feet is that the Court initially 
directed a course of action to be followed by plaintiffs 
against defendant; thereafter actually participated in the 


pursuit of that course of action; and ultimately partici 


pated, following plaintiffs! suggestions, in the relief to be 
afforded against the defendant. These actions put the 
Court in a participant position in these proceedings to the 


prejudice of defendant Carnegie and in a elear deni 


Carnegie's rights to due process. 


CONCLUSION 


і 


There is no doctrine of judicial infzl!ii dity. The mere 
possession of experience in a specialized field of law by 
a judge, and possible indignation resulting from an unerit 
ical acceptance of the allegations of a “verified” Complaint, 
does not sanction a Court's personal participation in a pro 
ceeding nor roughshod denial of due process. No matter 1 
how well intentioned were the actions of the District Court. 
it deprived defendant of adequate opportunity to present 
its case free from judicial preconception and as a result, 
in addition to erring on the merits and wrongfully assum 
ing jurisdiction, the Court denied defendant elemental dve 


process of law. 


Nims, Howes, Conutson & IsNER 


M Attorneus for Defendant- Ay pellant 
60 East 42nd Street 
New York, N.Y. 10617 


PROM WOMEN'S WEAR DAITY, FRIDAY, OCTOBER 31, 1975 


IMPORTANT NOTICE 
To All Jeweiry Buyers 
*New York Federal Court declares thai ColersChanen 
Rings being sold by Capri Jeweiry and Tancer & Two 
Do Not Infringes patent licensed to Hattie Carnegie Jewelry! 


| Hattie Carnegies WWD announcement on September 
| 19, 1975 that “Immediate, severe legal action will be 
Í taken against any retailer, wholesaler or manufacturer 
. who may infringe on this federal patent...” for color- 
change rings does not apply to Capri Jewelry and 
; -Tancer & Two. We commenced litigation on 
' October 8, 1975 against Hattie Carnegie to obtain Court 
declaration that our rings do not infringe U.S. Patent 
No. 3,802,945 in the name of Bill G. James and licensed 
to Hattie Carnegie. On October 23, 1975, the Court 
conducted a limited trial whereby Tancer & Two proved ` 
: THE PERSONALITY RING (sold by Tancer & Two) 
does not infringe AND Capri Jewelry proved that the 
. TATTLETALE RING does not infringe. Prior to this 
trial, Hattie Carnegie conceded that Capris 
CAPRICIOUS RING also does not infringe. On October 
28, 1975, the Court rendered its decision on non- 
infringement in favor of Tancer & Two and Capri Jewelry! 
Thanks to the Federal Courts prompt handling of this 
case, ALL RETAILERS are hereby notified that THE 
PERSONALITY RING fromTancer & Two and the 
CAPRiCIOUS and TATTLETALE RINGS from Capri 
_ Jewelry are free from any and all legal threats of 
infringement by Hattie Carnegie. 
We have further instructed our attorneys to continue 
. thislitigation and press forward with our charges that 
Hattie Carnegie Jewelry is guilty of false patent 
markings and unfair competition! 


Richard H -Restler $7 ӨЫ, Michael! Tancer 
Vice-President Uneasinwov ngo President 
Capri Jewelry Incorporated | —. « Tancer & Two, Inc. 

(212)947-5280 2... “Copyavaitable uponrequest. (212) 239-4480 


| UNITED STATES COURT OF APPEALS 
| FOR THE SECOND CIRCUIT 


CAPRI JEWELRY INCORPORATED and 
TANCER & TW, INC., 


Plaintiffs-Appellees, Docket No, 75-7604 

Ve 
| HATTIE CARNEGIE JEWELRY ENTERPRISES, INC., | 
| : AFFIDAVIT OF SERVICE | 
| Defendant-Appellant, | 


and 


BILL G. JAMES, 


De fendant. 


|| STATE OF NEW YORK ) 
. 88.2 
COUNTY OF NEW YORK ) 


& 


James Montalto, being duly sworn, deposes and says: 
1. That he is not a party to the action, is over 
18 years of age, and resides at 152 East 35th Street, New York, 
New York, 

2. That on January 13, 1976, deponent served the 
attached Brief and Appendix upon Amster & Rothstein, attorneys 
for plaintiffs-appellees in this action, at 50 East 42nd Street, 
New York, New York, by delivering two true copies of said Brief 
and one copy of each volume of said Appendix thereof by hand 
delivering same to an associate, Anthony LoCicero, of plaintiffs- 


appellees' attorneys Amster & Rothstein, 


АА = v r< 
Sworn to before me this ^ 


13th day of January, 1976. 
Cl ££. 4 
Notary Publié 
KENNETH В. UMANS 
Notary Put State п 


£ 


Qu-=lified in New York Co 
Commission 


£ x: 


